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REAL PARTY IN INTEREST 

The real party in interest is Donald Alan Bistline, having a mailing address of 
P.O. Box 2316, Vista, California, 92085. 

RELATED APPEALS AND INTERFERENCES 

There is one related appeal that could directly affect, be directly affected by, or 
have a bearing on the Board's decision in this appeal. Appellant has filed a Notice of 
Appeal regarding US patent application serial number 10/613,896, filed on July 3, 2003, 
entitled, "Method and Apparatus for Securing an Object to a Vehicle". Appellant has 
not, as of yet, filed an Appeal Brief. 

STATUS OF THE CLAIMS 

1. The total number of claims pending in the application is 8. 

2. Claims 1-8 stand rejected and are on appeal. 

STATUS OF AMENDMENTS 

There have been no amendments filed in the present case after issuance of the 
Examiner's final action of March 7, 2006. 

SUMMARY OF CLAIMED SUBJECT MATTER 

Claim 1 is the only independent claim. This claim is directed to a system for 
securing an object, such as a surfboard, to a vehicle. 

This system for securing an object to a vehicle comprises a mounting bracket that 
is fixedly secured to a vehicle, such as to a truck's tailgate. A mating unit comprises an 
adjustable shackle, a locking device to operate the adjustable shackle, and a mating 
portion that is joined to the adjustable shackle. The mating unit can be quickly attached 
and detached to/ from the mounting bracket by the use of a second locking device. 
When the mating unit is secured to the mounting bracket, an object, such as a surfboard, 
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can be placed through the adjustable shackle, whereupon the shackle is adjusted and 
locked to secure the object therethrough. 

In more detail, the system comprises: 

a) a mounting bracket that is designed to be fixedly secured to a vehicle (page 5, 
lines 1-36 through page 6, lines 1-2 (i.e., paragraphs 0037-0041), reference numeral 200 
of Figs. 2a and 2b); 

b) a mating unit removably connected to the mounting bracket (page 6, lines 3- 
12 (paragraph 0042), reference numeral 300 of Fig. 3), the mating unit comprising; 

i) an adjustable shackle (page 6, line 8 through linel9 (paragraph 0042 and 
0043), reference numeral 304 of Fig. 3); 

ii) a mating portion fixedly secured to the adjustable shackle (page 6, lines 
8-9 (paragraph 0042), and page 6, lines 31-36 through page 7, lines 1-6 (paragraph 45), 
reference numeral 302 of Fig, 3); 

iii) a first locking mechanism (page 6, lines 20-30 (paragraph 0044), 
reference numeral 306 of Fig. 3); 

and 

c) a second locking mechanism for removably securing the mating portion to the 
mounting bracket (page 6, line 33 through page 7, line 33 (paragraphs 0045-0047), 
reference numeral 310 of Fig. 3a). 

GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

1. Whether claims 1-8 are provisionally unpatentable on the ground of non- 
statutory obviousness-type double patenting as being unpatentable over claims 1-8 of co- 
pending application serial number 10/613,896. 

2. Whether claim 1, 2, and 5-8 are unpatentable under 35 U.S.C. 102(b) over 
PCT reference WO 01/60660 to Spry. 

3. Whether claim 3 is unpatentable under 35 U.S.C. 103(a) over PCT reference 
WO 01/60660 to Spry in view of Mareydt et al. (US 4,261,496). 
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4. Whether claim 4 is unpatentable under 35 U.S.C. 103(a) over PCT reference 
WO 01/60660 to Spry in view of Wroble (US 5,706,680). 



ARGUMENTS 

L DOUBLE-PATENTING 

Claims 1-7, 9, 11, and 12 were provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-8 of 
copending Application No. 10/613,896. Appellant will file a terminal disclaimer in the 
event that the claims of Application No. 10/613,896 are allowed. 

II. REJECTIONS UNDER 35 U.S.C. 102 OVER PCT PUBLICATION WO 01/60660 

Claims 1, 2, and 5-8 were rejected under 35 U.S.C 102(b) as being anticipated by 
PCT publication WO 01/60660 to Spry. It was alleged that Spry teaches all of the 
limitations of Appellant's claims, including a "second locking mechanism for 
removably securing the mating portion to the mounting bracket" and "a mating unit 
removably connected to the mounting bracket" (Appellant's claim 1). 

Claim 1 - Spry fails to teach a second locking mechanism for removably securing the 
mating portion to the mounting bracket 

Spry teaches the use of a "lower fixed key lock 2" and an "upper fixed key lock 
5" as shown in Figures 1 and 2 of Spry. As explained on page 3, lines 4-23 of Spry, both 
locks are used to secure a left-side bracket to a right-side bracket. However, neither 
lock is used to secure a "mating unit" to a "mounting bracket", as Appellant claims. 
Assuming that the left-hand bracket and right-hand bracket are equivalent to 
Appellant's "mating portion" and further assuming that the vehicle roof rack is 
equivalent to Appellant's "mounting bracket", it is apparent that neither of the Spry 
locks is used to secure the two brackets to the vehicle roof rack. Spry explicitly teaches 
the use of screws to secure the two brackets to the roof rack, not a lock. Therefore, Spry 
cannot anticipate Appellant's claim 1, and the rejection should be overturned. 
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Claim 1 - Spry fails to teach a mating unit removably connected to a mounting bracket 

Appellant does not believe that Spry teaches a mating unit that can be 
"removably connected" to a mounting bracket. Spry teaches that the lower attachment 
sleeve 1 is permanently attached to a roof rack: 

"The improved surfboard security locking system is 
comprised primarily of two elongated U-shape brackets. 
One bracket is permanently attached to the top of the roof rack 
by means of fully concealed self-tapping screws or the like." 
(Spry, page 1, lines 22-25, emphasis added) 

Appellant argues that Spry's use of the work "permanent" vs. Appellant's use of 
the work "removably" differentiates the two. Appellant notes that the word 
"permanent", as defined as by Webster's online dictionary (www.websters-online- 
dictionary.org) , means "Continuing or enduring without marked change in status or 
condition or place". Using the common definition meaning of "permanent", Spry does 
not teach or suggest a security device that can or should be removed once it has been 
installed onto a vehicle roof rack. Therefore, Appellant believes that Spry does not 
anticipate Appellant's claim, and that the rejections should be reversed. 

Regarding claims 2 and 5-8, Appellant believes that these claims are patentable 
as being based on an allowable claim, notably claim 1. 

III. REJECTION UNDER 35 U.S.C. 103(a) OVER SPRY IN VIEW OF MAREYDT 

Claim 3 was rejected under 35 U.S.C. 103(a) as being unpatentable over Spry in 
view of Mareydt et al. (US 4,261,496). It was alleged that it would have been obvious to 
include inter-engaging tabs and slots with the mounting bracket and mating unit of 
Spry to obviate Appellant's claims. Appellant notes that claim 3 is dependent upon 
claim 1, and that Appellant believes that claim 1 is allowable. As such, even if one were 
to combine the two references, the combination still would not teach all of the elements 
of Appellant's claimed invention. 

IV, REJECTION UNDER 35 U.S.C. 103(a) OVER SPRY IN VIEW OF WROBLE 

Claim 4 was rejected under 35 U.S.C. 103(a) as being unpatentable over Spry in 
view of Wroble (US 5,706,680). It was alleged that it would have been obvious to 
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provide a fin guard with the shackle of Spry to obviate Appellant's claim. Again, 
Appellant does not believe that Spry teaches all of the limitations of claim 1 and, 
therefore, claim 4 (being dependent upon claim 1), as explained above with respect to 
the rejections of claims 1, 2 and 5-8. As such, even if one were to combine the two 
references, the combination still would not teach Appellant's claimed invention. 



CONCLUSION 

For the foregoing reasons, Appellant respectfully requests that all presently 
outstanding rejections be reversed, and that all claims under appeal be allowed. 



Dated: /Wg . *7 ^ ?X)Q G 



Thomas Thibault 
2760 Cypress Trace Circle #2522 
Naples, FL 34119 
Telephone: (858) 735-1097 



Respectfully submitted, 



By: 





Thomas M. Thibault 
Attorney for Appellant 
Registration No. 42,181 
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APPENDIX OF CLAIMS 



1. (Original) An apparatus for securing an object to a vehicle, comprising: 
a mounting bracket; 

a mating unit removably connected to the mounting bracket, the mating 
unit comprising: 

an adjustable shackle; 

a mating portion, the mating portion being fixedly secured to said 
adjustable shackle; and 

a first locking mechanism, the first locking mechanism operative to 
allow adjustment of said shackle in an unlocked position and to prevent 
adjustment of said shackle in a locked position; and 

a second locking mechanism for removably securing the mating portion to 
the mounting bracket. 

2. (Original) The apparatus of claim 1, wherein the second locking 
mechanism is inaccessible after the object is secured by the adjustable shackle. 

3. (Original) The apparatus of claim 1 wherein the mounting bracket further 
comprises a slotted lower surface and the mating unit further comprises a tabbed 
lower surface, the tabbed lower surface for insertion into the slotted lower 
surface. 

4. (Original) The apparatus of claim 1, further comprising a fin guard for 
covering a fin removal mechanism on the object and for preventing access to the 
fin removal mechanism. 

5. (Original) The apparatus of claim l /x wherein the mounting bracket 
comprises a rear planar surface for mounting to the vehicle, an upper portion 
connected to the rear planar surface, and a lower portion connected to the rear 
planar surface, the upper portion and the lower portion for receiving the mating 
unit. 
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6. (Original) The apparatus of claim 1 further comprising: 

a cushion, the cushion comprising a surface substantially conforming to a 
cross-section of an edge of the object, the cushion secured to the adjustable 
shackle. 

7. (Original) The apparatus of claim 1 wherein the object comprises a 
surfboard. 

8. (Original) The apparatus of claim 1 wherein the object comprises a snowboard. 
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EVIDENCE APPENDIX 



None. 
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RELATED PROCEEDINGS APPENDIX 

None. 



10 



